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Art Unit: 2814 

DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of claims 1-19 in the reply filed on 28 
December 2006 is acknowledged. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-3, 5 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
May (US 4,706,060). 

4. Regarding claims 1-3, 5 and 7, May discloses in Fig 6 and Fig 7 a chip resistor 
comprising a chip-form resistor having a front surface (top) and a rear surface (bottom) 
provided at an interval in a thickness direction and a pair of side faces (51 1A and 51 3A) 
extending in a fixed direction at an interval in a width direction, and a plurality of 
electrodes (two items, 518, 520) provided in series on the rear surface of the resistor at 
intervals in the fixed direction and also removed from edges of the rear surface in the 
fixed direction (Fig 6, item 518 and 520 are raised by items 540 and 542), wherein the 
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chip resistor also comprising: a first insulation layer (Fig 4 item 330, glass) covering 
regions between the plurality of electrodes on the front surface and the rear surface of 
the resistor; and a second insulation layer (540A, 542A) covering the pair of side faces 
of the resistor. 

5. Claims 18 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kobayashi (US 6,955,942). 

6. Regarding claims 18 and 19, Kobayashi discloses in Fig 6B a frame constituted 
by a conductive member (60) comprising a plurality of plate-form portions (50) 
extending in a fixed direction, each plate-form portion having a front surface, a rear 
surface, and a pair of side faces (Fig 6C cross section), and a support portion for 
supporting the plurality of plate-form portions (outside strips with holes 100), wherein a 
connecting portion (see Fig 6B) between each of the plate-form portions and the 
support portion is formed narrower than the plate-form portion and wherein the support 
portion has a frame shape, and each of two end portions in a length direction of each of 
the plate-form portions is supported on the support portion via the connecting portion 
(see Fig 6B). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and. invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over May and 
Sato (US 6,777,778). May discloses the resistor of claim 2, but does not specify that the 
thickness of each of the electrodes is greater than the thickness of the first insulation 
layer. 

Sato teaches that the electrode thickness of chip resistors should be as great as 
possible, and as seen in Fig 1 , thicker (5) than the first insulation layer (2) in order to 
reduce the resistance of the electrodes and increase the accuracy of the resistance (col 
2 In 18-24). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to use the teachings of Sato on the resistor of May in order to increase the 
accuracy of the resistor. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over May and 
Gardner (US 5,170,146). May discloses the resistor of claim 1, but does not specify 
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wherein a pair of end faces are provided at intervals with a solder layer formed on each 
of the end faces. 

Gardner teaches that most chip resistors have a metal base coating covered with 
a nickel barrier layer and a top solder layer in order to assure a reliable electrical 
connection to a circuit board while preventing leaching of the base coat (col 1 In 40-46). 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use the teachings of Gardner in the resistor of May in order to ensure a reliable 
electrical connection.. 

11. Claims 8 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Caporali (EP 0 326 212) and May. Caporali discloses in Fig 1 a manufacturing 
method for a chip resistor, comprising the steps of: producing a bar-form resistor 
aggregate (Fig 1D) in which a plurality of electrodes (3) is provided on a rear surface of 
a bar-form resistor material, the plurality of electrodes being arranged at intervals in a 
length direction of the resistor material, and regions between the plurality of electrodes 
on the front and rear surface are covered with first and third insulation layers (2); and 
dividing the resistor aggregate into a plurality of chip resistors (Fig 1E) having protruding 
resistor side faces (Fig 1D item 1 exposed) by cutting the resistor aggregate in a 
plurality of locations in a length direction thereof. Caporali does not specify forming a 
second insulation layer covering the pair of side faces of the resistor material. 

May teaches that the side faces of chip-form resistors are covered with second 
insulation layers in order to fully insulate the resistor and electrodes from the 
environment (col 8 In 32-41). It would have been obvious to one of ordinary skill in the 
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art at the time of the invention to use the teachings of May in the method of Caporali in 
order to fully insulate the resistor and electrodes from the environment. 

12. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caporali and May as applied to claim 8 above, and further in view of Doi (US 
5,450,055). Caporali and May teach the method of claim 8, wherein an insulation layer 
is formed on the pair of side faces of the bar-form resistor material, but do not specify 
providing a pattern-formed insulation layer and a conductive layer serving as the 
electrode on one surface of a plate serving as resistor material, and then dividing the 
plate into the bar-form resistor material. 

Doi teaches a method of manufacturing chip resistors where a patterned 
insulated substrate has an electrode layer and a resistor layer formed thereon, and is 
then divided into bar-form resistor material (col 2 In 30-44). The process is used 
because it allows formation of accurate chip resistors in a smooth supply tube for 
automatic mounting (col 1 In 67- col 2 In 9). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use the teachings of Doi in the 
method of Caporali and May in order to form accurate resistors for automatic mounting. 

13. Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caporali, May and Kobayashi. 

14. Caporali discloses in Fig 1 a manufacturing method for a chip resistor, 
comprising the steps of: producing a bar-form resistor aggregate (Fig 1D) in which a 
plurality of electrodes (3) is provided on a rear surface of a bar-form resistor material, 
the plurality of electrodes being arranged at intervals in a length direction of the resistor 
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material and being formed by a plating process after formation of the insulator layers 
(col 2 In 1-3), and regions between the plurality of electrodes on the front and rear 
surface are covered with first and third insulation layers (2); and dividing the resistor 
aggregate into a plurality of chip resistors (Fig 1E) having protruding resistor side faces 
(Fig 1D item 1 exposed) by cutting the resistor aggregate in a plurality of locations in a 
length direction thereof. Caporali does not specify forming a second insulation layer 
covering the pair of side faces of the resistor material. 

May teaches that the side faces of chip-form resistors are covered with second 
insulation layers in order to fully insulate the resistor and electrodes from the 
environment (col 8 In 32-41). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to use the teachings of May in the method of Caporali in 
order to fully insulate the resistor and electrodes from the environment. Caporali and 
May do not specify preparing a conductive frame with plate-form portion on which the 
resistors are formed, or that the frame is rotated to form the second insulator layer. 

Kobayashi teaches in Fig 6B a frame for chip resistors, serving as a starting 
material with supporting functions (col 3 In 22-25) constituted by a conductive member 
comprising a plurality of plate-form portions extending in a fixed direction, each plate- 
form portion having a front surface, a rear surface, and a pair of side faces, and a 
support portion for supporting the plurality of plate-forms, wherein a connecting portion, 
between each of the plate-form portions and the support portion is formed narrower 
than the plate-form portion and wherein the support portion has a frame shape, and 
each of two end portions in a length direction of each of the plate-form portions is 
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supported on the support portion via the connecting portion. Kobayashi also teaches 
that it is well known in the art to rotate the frame during processing in order to work on 
each orthogonal angle (col 13 In 10-20). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to use the teachings of Kobayashi in the 
method of Caporali and May in order to have a starting material that could also provide 
support for the chip resistors. 

Double Patenting 

15. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Voget, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). ^ 

16. Claims 1-3 and 5-6 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-4 of U.S. Patent No. 7,129,814. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the '814 patent claims a chip resistor with two insulator layers of 
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like materials covering the top and bottom between the electrodes, and a third insulator 
layer covering the side faces. 

17. Claims 1-6 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 and 8-15 of copending 
Application No. 10/517,943. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the '943 application claims a chip 
resistor with two insulator layers on upper and lower surfaces (between the electrodes), 
a third insulator layer on the sides, and a thicker electrode. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

18. Claims 1-6 and 8-13 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-7 and 8-14 of 
copending Application No. 10/553,044. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the '044 application claims a 
chip resistor and method of manufacture that includes two insulator layers on upper and 
lower surfaces (between the electrodes), a third insulator layer on the sides, and a 
thicker electrode. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

19. Claims 8-10, 12-13 and 15-17 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 5 
and 16-20 of copending Application No. 10/517,943. Although the conflicting claims are 
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not identical, they are not patentably distinct from each other because the '943 
application claims a manufacturing method for a chip resistor where a lead frame or 
metal plate is used to produce a bar-form resistor, metal plating layers are provided as 
connection terminals, insulator layers are provided to cover the surfaces, the plate is 
divided into individual resistor elements, and the connecting portion of the frame is 
formed narrower than the plate portion. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John C. Ingham whose telephone number is (571) 272- 
8793. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (571) 272-1705. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John C Ingham 
Examiner 
Art Unit 2814 

jci 




